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Dear Commi.ssioncr: 

Declarant provides the following Declaration in response to the -'Order to Show Cau.sc 
Why Decisions Reviving Applications Should Not Be Vacated/" issued in .June of 2009. 

1, Ronald Fedus. declare and state as follows: 

Background 

1. I am a citizen of the Lhrited Slates residing in Queens, New YorJ<. 

2. 1 graduated from the University of Connecticut in 1974 with a degree in psychology. I 
then attended the University of Guelph in Giielph, Ontario and graduated in 1978 with an 
undergraduate degree in biology. 1 next attended law school at the New England School of Law 
in Bo.ston where I received a .I.D. in 1983. Two years later, 1 received a master's level graduate 
degree from Northeastern Utiiversity in biochemistry and molecular biology. 

3. I am admitted to practice law in the states of Massachusetts and New York. I also am 
admitted to practice before the United States Patent & Trademark Office (USPTO). My USPTO 
registration number is 32,567. 

4. The USPl'O issued an "Order to Show Cause Why Decisions Reviving Applications 
Should Not Be Vacated" (Order) in a number of Enzo paten! applications. 
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5. The Order requests an explanation for an alleged delay in filing Petitions under C.F.R. 
§ 1.137(b) (137(b) Petition) and a showing that any delay in tiling such Petitions was 
unintentional. 

Overview of This Dcclai utioii 

6. 1 will provide information about my duties as counsel for Cnzo from the period beginning 
in February 1 990 when I began working for F.nzo up to the present. 

7. I will also disciiss how the prosecution of U.S. patent applications was handled by me 
and my general procedure for working on U.S. patent applications and responding to USPTO 
Actions. 

8. I will address questions raised by the Petitions .Attorney in the Order to Show Cause. 

9. My Declaration will demonstrate that 1 actively prosecuted all patent matters that I was 
handling and that the failure to fde a timely Reply and any and all delays from the time an 
application became abandoned to the filing of a 1 37(b) Petition were unintentional. 

Duties from 1990 to PRESENT 

10. 1 have been corporate and patent counsel for Enzo since February 1990. 

11. My duties as corporate and patent counsel for Enzo have included prosecution of U.S. 
patent application families and foreign patent applications based on the U.S. patent application 
families, patent litigation, copyright and trademark matters, general and non-patent litigation, 
supply and distribution negotiations and agreements, real estate matters including office leases 
for blood-drawing stations, contracts, and other corporate business matters. 

12. During the relevant time frames for the OSC. my patent docket included a patent 
prosecution docket numbering about 50 U.S. patent application families and the foreign 
counterparts of these U.S. patent application families. A patent application family will typically 
contain divisional applications in addition to continuation applications and continuation-in-parl 
applications. 



13. The numerous 
protracted. 



itigation matters in which 



14. Between early 1991 and 1993, as best as 1 recall. Enzo employed two patent attorneys 
(Elaine Brenner being the other one), and two paralegals, one of who performed primarily patent 
docketing. Between 1993 and 2003. 1 was the sole patent attorney at Enzo, e.xccpt for a brief 
period around 2000 when llierc was one other patent attorney. A paralegal assisted me in patent 
matters beginning in 1994 until around 2004. From 2003 to at least 2006. Enzo employed two 
patent attorneys, including me. 

Overview of Cases and Patent Matters from 1990 to 2006 

ve worked on a large number of complicated litigations for 



15. From 1990 to the presen 
Enzo. .See ^1 U . 

16, Some exemplary litigations are shown In tabular form hereinbelow. Sec Table 

I ABl.L 1; LxcniplaiT l itigntions 



I l,iti<;ation hctwee 

JcSl.I aiuK)rtho 

Ins ti tute Pasieur 

Ijigene 



: I * 



I Roche Diag iK) 
i Ap plera 



17 Bel wet 

separate litiga 



1991 and 2006. I have participated ii 
)ns for Enzo during any one year. 



;t t)ne, and as many a 
vera] occasions. 1 h; 



;ix or more. 
; also been 



deposed in these matters. 

18. During this same time period, 1 was involved in handling a number of European and 
.lapanesc oppositions of Enzo patent applications for Enzo. 



19. Table 2 lists oppositions in tabular form during this time period. See fable 2. 
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20. As shown m lable 2. between 1994 and 2005. I was involved in at least one opposition 
proceeding, and as manv as tour or more proceedmgs. dumig any one year. 

21. Between 1991 and 2006. I have handled a number of supply, distribution and licensing 
negotiations tor Lnzo. 1 able 3 lists some of these licensmg and distribution agreements that I 
have handled or in which I have been involved. See 'l able .i. 
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Docketing from 1990 to Present 

22. The Order requests an explanation ol' the docketing system used by Enzo and how reply 
periods were managed upon receipt of an Office Action. See Order. 9. Also, the Order requests 
an explanation of how the one-year date from abandonment was docketed. Jd. 

23. A patent docket was maintained between early 1990 and the present for responding to 
patent matters. 

24. In 1990, docketing was handled at F-nzo by Ms. Louise FinneHy. and later by Ms. 
Christine Richards with direction from Ms. Elaine Brenner, who was a patent attorney. 

25. In early 1990, Ms. Finnerty and.'or Ms. Brenner would orally inform me of when 
docketed matters were due. I believe Ms. Finnerty utilized a docket sheet to track matters. 

26. Ms. Finnerty left Enzo in 1990, and Ms. Richards left about one or two years later. 

27. Ms. Brenner then maintained Enzo's docketing sheet alone or with clerical help. In 1 992, 
Ms. Brenner left the employ of Enzo. 

28. By 1 993, 1 was Enzo's sole attorney. 

29. In the early to mid-1990s, when my secretary opened a USPTO Action, she would stamp 
the receipt date on the Action. After the Office Action was stamped, she would place it on a 
table for later docketing. The docketing was done mostly by the secretary, though I recall 
instances where, in the absence of my secretary, or during periods when my secretary was falling 
behind with her work, I wrote or stamped the date of receipt of an Office action and entered the 
due date for Reply on my desk calendar. 

30. From early 1990 to some time in 1994. as best as I recall, I kept track of deadlines by 
making a notation on my desk calendar and keeping the relevant application on my desk until 
after the Reply was filed. I kept a loose note on top of each file to remind myself that a reply 
was due. 

31. During 1993, I was handling most of the prosecution related work for Enzo. I can no 
longer recall the names of the various secretaries 1 had during the period from 1994 to 1996 and 
Enzo's personnel records no longer inchtde information going back to those years, in any event, 



as best as 1 recall handling of Office actions would have been similar to the one described in 
paragraph 29 above. 

32. Bcgirming some time in 1997, Ms. Lisa Curtin, a paralegal at Enzu. began to docket 
deadlines for Knzo's file.';. She utilized a Microsoft word doctmient with the built-in table 
function to create a table listing various due dates for applications. The table did not 
automatically calculate due dates for applications, nor did it reset deadlines which had passed or 
were in the extension period. 

33. Enzo moved its corporate offices and research facilities several times. Rnzo's corporate 
offices have been mo\ed three times during my employment, most recently in .lune 1996. 
Enzo's research and clinical facilities have also been moved three times. Sometime around .lune 
of 1997 after F.nzo moved its corporate offices to its present location in New York City, Ms. 
Curtin created a Microsoft Word table document in order to serve as an electronic calendar for 
keeping track of patent prosecution matters and which table could be used as a docketing tool. 

34. Ms. Curtin used a Microsoft Word table as a docketing tool from which I extracted due 
dales to place on my desk calendar. 

35. Ms. Curtin calculated the due dates based on mailing dates of Office Actions and 
provided a periodic (usually monthly) list that included deadlines that she entered on the list. 
The deadlines she entered were monthly anniversary dates for Replies until the maximum 
statutory period for reply. I did not find her monthly reminder lists patticularly helpful because 
the due dates, once calculated, were generally not removed even though a Reply may already 
have been filed. These due dates were dropped only after expiration of the maximum statutory 
period for reply. 

36. In situations where an application became inadvertently abandoned. I believe that revival 
deadlines were docketed once we became aware of abandonment, which was mostly at the time 
following receipt of a Notice of Abandonment. 

37. Docket entries such as due dates, once calculated, were not removed alter a Reply was 
filed but were removed or updated, if at all, only after receipt of an Office Action. As a result, 
the docket did not always reflect the actual status of an application. 

38. It was necessary to check the application file when the patent docket did not indicate a 
reply was filed and/or was due. 
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39. Because patenl docketing was manually done, there were times when due dates were 
missed because 1 was not apprised that a deadline was imminent. 

40. It was my general practice to monitor pending applications, but nonetheless, a small 
percentage ol'my active prosecution matters inadvertently became abandoned. 

41. Once I was alerted to receipt oi' an Office Action, generally by having the relevant file 
and Office Action placed on my desk, 1 placed a loose note (such as a post-it note) on the file to 
alert me to the deadline for filing a Reply. We wore very cramped for space at the time, and did 
not have a separate filing area ibr the application files; many files were stored in cabinets or 
boxes. Due to lack of space, it was difficult, at times, to find a file among the boxes on top of 
bo.xes. This also meant that it was difficult, at times, to locate files to ascertain whether a Reply 
was still due. or if it had already been filed. Keeping the file on my desk was my way of 
ensuring that the relevant file would not be misplaced before 1 had an opportunity to prepare a 
Reply. 

42. I could not usual!)' tell from the docket report or any other part of our system whether a 
given application was pending or abandoned. We usually became aware of abandonment of an 
application either by way of a telephone call from the Examiner asking if we had filed a reply, or 
upon our receipt of a Notice of Abandonment mailed from the USPTO. 

43. When a Notice of Abandonmenl was received. Ms. Curtin would docket for revival of the 
application at monthly intervals up until the one-year anniversary date from the date of 
abandonment. The entries included a caution that the last date for revival was the one-year 
anniversary date. Due to difficuhies I encountered periodically in preparing a timely Reply or on 
occasion, preparing a Reply shortly after I learned of abandonment of an application. 1 found 
these monthly reminders helpful to ensure prompt filing of the 137(b) Petition and the Reply. 

44. The abandonment of an application was not always brought to my attention in a timely 
fashion. This, coupled with the fact that, at times, it took several weeks and sometimes months 
to complete a Reply to the Office Action, caused delays in completing the Reply, which was a 
necessary component of the 137(b) Petition filing. 1 recall a few instances where I was aleitcd to 
the fact that wc were approaching the one-year anniversary from the dale of abandonment and 1 
had still not succeeded in completing a Reply in spite of my diligent efforts. In those instances, 1 
filed a continuation application as the Reply because of the realization that I would not be able to 
complete a Reply in a prompt manner. 
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45. The one-year revival dates were used as a cautionary notice to ensure that a 137(b) 
Petition was filed no later than tlie one-year anniversary. However, the one-year date was not 
used for the purpose ol' delaying the filing of the 137(b) Petition until the one-year anniversary, 
as evidenced by the monthly reminders entered on (he docket sheets. It was my general practice 
to work on the reply and the 137(b) Petition on a continuing basis from the time I became aware 
of the abandonnicni uniil the filing of the 137(b) Petition, in addition to all the other work which 
I was handling at Enzo. 

46. Looking back on events that took place at that lime, it is now apparent that the docket 
system in place was not sufficiently sophisticated to ensure that deadlines were not missed. 
However, given the shortage of staffing and the "'overworked"' conditions under which we 
operated due to financial difficulties, wc were barely able to meet deadlines, let alone iiy to find 
ways to improve otir existing docketing system. 

47. When attorney Natalie Bogdanos joined Enzo some time in April 2003, she and a 
secretary. Moniquc .Sellers, took over prosecution related docketing functions from Ms. Curtin. I 
believe that the two of them followed a similar docketing system to the one used by Ms. Curtin. 

48. Some time in 2005. as best as I recall. Ms. Liu assumed docketing responsibiliries. Ms. 
Liu created her own Microsoft Outlook calendar docketing system where each month contained 
the month's cases due, the deadline date and the assigned attorney. 

49. Later, in 2007. Ms. Liu began to provide a Master Docket on one page and formatted in 
Vlicrosofi Excel. The Master Docket lists the ca.ses, initial deadline, final deadline and assigned 
attorney. 

50. In 2007. 1 asked Ms. Liu to mark completed entries by placing an electronically generated 
check-mark next to the completed entry. Before implementing the electronic check-mark, I was 
verbally informing Ms. Liu of completed PIT) filings. Now 1 inform her by email. 

Attempts to Locate Clironologies of Prosecution Matters 

51. During prosecution of Enzo matters before the USP'fO, it was my regular practice to 
maintain a chronology of activity related to the application. 
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52. Many of the records pertaining to the applications in issue have been lost or disposed of 
because oi" the passage of lime (as long as 17 years), the moving of oftices. and the lack of 
storage space and a central server. In addition, at least three catastrophic computer malfunctions 
destroyed Enzo's records pertaining to patent prosecution matters. 

53. Around March of 2fl()(), a computer containing documents related to Enzo's patent 
prosecutions suffered a permanent hardware failure. resuUing in the loss of all records. Attempts 
were made to recover these records -- first by Enzo's IT department and then by a commercial 
computer document recovery service. See Exhibit of Invoice from "Drive Savers." Drive Savers 
was unable to rcco\'er my records because the data on my hard drive was corrupted and not 
useable. 

54. To my knowledge, a computer belonging to Ms. IJsa Curtin malfunctioned in 2003. This 
resulted in the loss of the patent docket, although some of the docket records relevant to the OSC 
were found on a computer when we investigated matters after receiving the OSC. 'fhe Exhibits 
attached to this Petition which relate to docket entries were printed from that computer. 

55. In 2008, as a result of Enzo's receipt of the initial Order to Show Cause why a number of 
granted Petitions to Revive should not be vacated, 1 attempted to locate hard copies of my 
chronologies and other documents related to the prosecution of these applications. These records 
described my activities in prosecuting Enzo applications, and they further demonstrated my 
practice of actively prosecuting patent applications. 

56. 1 have searched Enzo's current corporate offices al .527 Madison ,A.ve., New York, New 
York for my chronologies, but was unable to locate any documents related to the prosecution 
matters in issue. 1 believe that the several changes in locations made by Enzo's corporate offices 
and research facilities since the early 1990s have contributed significantly to my inability to 
locate documents. 

57. On .luly 10, 2008, Ms. Curtin and I traveled to storage facilities in Farmingdale, New 
York, to search for my chronologies. We visited the "tower" storage facilities (an on-site 
building located in the parking lot at 60 Executive Blvd.). We also searched We.sty's storage 
facilities (across from Enzo's offices), and brought several boxes of materials to Mr. Gene 
Rzucidlo of Hunton & Williams, LLP at 200 Park Avenue, 53'" Floor, New York. NY 10166. 
These boxes did not contain, however, my chronologies of the patent jwosecutions in issue, 
which could not be found. 



58. On Aiigusl 27. 2008, 1 traveled again lo Farmingdale to visit the tower and Westy's in a 
further attempt to kieate any materials, documents, and records related to En/o's patent docket. I 
also interviewed several individuals in Accounting, Personnel, and Finance at Fn/o, to ascertain 
the possible locations of any of these records. 

59. On September 2, 2008. Ms. Ciirtin and I again went to Farmingdale to visit the tower and 
Westy's in a further attempt to search for any materials in the tower storage facilities and in an 
additional storage room at Westy's. 

60. On September 10. 2008, 1 traveled to Famiingdale with Ms. Curtin to make another effort 
to search for documents. We again searched the tower .storage facilities. 

61. 'I'o date, I have been unable to find any of these records. 

62. As to matters internal to Hnzo. e.g. matters involving only Enzo inventors, it was my 
practice to communicate in person, by phone, or by internal memo. The memos, chronologies, 
and other documentation for these matters were not found due to computer malfunctions and the 
amount of time between when these applications were being prosecuted and when the Show 
Cause order was issued by the liSPTO. 

Time-frame when Specific Applications of the Order became 
Abandoned and General Prosecution Practice 

63. It has always been my general practice to thoroughly and actively prosecute l.I.S. patent 
applications. 

64. In most, if not the vast majority, of Enzo patent pro.secution cases, 1 responded in a timely 
manner to Office Actions. 

65. Where an application became inadvertently abandoned for failure to respond to an Office 
Action. LISPTO rules required the submission of a reply to the outstanding Office Action in 
addition lo the 137(b) Petition. 

66. In responding lo Office Actions, it was necessary for me to review the file history, 
patents and publications, the specification and the claims. At times, a Reply required the filing 
of one or more Declarations. In preparing the Office Action reply or Declaration, it was often 
necessary for ine to consult with inventors, experts, and Enzo personnel. 
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67. It was my general practice to respond ftilly to an Office Action. In some cases, where 
additional information was required, a complete Office Action reply that addressed all grounds 
of rejection could not be submitted for filing with the 137(b) Petition, Therefore, I filed a 
continuation in order to provide a reply with the 137(b) Petition. 

68. In preparing replies, 1 tried to actively prosecute matters by addressing each of the i.ssiies 
raised by the Office Actions. I he necessary preparations for responding to multiple matters 
required a tremendous effort, especially in view of ongoing litigations and other patent and non- 
patent matters. These efforts were not an attempt to forestall prosecution of any application. 

69. in contrast to the implications of the Show Cause Order, there could have been no inotive 
or incentive to seek delay. In fact, there was a strong disincentive for applications filed 
beginning June 8. 1995 (post-GATT). These post-GATT applications have a patent term 
generally fi.xed at twenty years from issuance, A delay in prosecution would result in a shorter 
term of effective patent protection and wotild have been contrary to Enzo's goals. 

Responses to Specific Questions in the Show Cause Order 

70. The Order has requested a statement that the cause of delay between the date of 
abandonment in the matters listed in the Show Cause Order and the dale of filing a granlable 
137(b) Petifion was not deliberate. See Order, 9-10. 

71. I note that §1. 137(b) has been revised at least twice since 1991. ■fhe.se amendments 
changed the legal standard for filing a § 137(b) Petition. Under the broadest provision, now in 
effect. 1 understand that an applicant is required to make -la] statement that the entire delay in 
filing the required reply from the due date for the reply until the filing of a grantable petition 
pursuant to this paragraph was unintentional." 

72. I re-state that in each application listed in the Order, the entire delay in filing the required 
reply from the due date for the reply until the filing of a grantable Petition pursuant to this 
paragraph was tmintenfional. 

73. I also re-state that the abandonments of the applications in issue were also unintentional. 

74. The Order also specifically requests that the cause of delay between the dale of 
abandonment and the date of filing a grantable Petition under 37 C.F.R. § 1.137(b) be explained. 
See Order. 9-10, ,A.dditionally, the Order also requests that the cause of delay between the date 



of notification and tlte dale of filing a grantable Petilion under 37 C.F.R. § 1 .137(b) be explained. 
Order. ^-10. 

75. 1 note that the time periods referred to in f 74 overlap. I will explain why, to my 
knowledge, there was a delay in Filing a 137(b) Petition between the date of abandonment and 
the Notice of Abandonment. 1 will also explain why there was a delay between receipt of the 
Notice of Abandonment and the date of filing a 1 37(b) Petition. 

76. i will also address how these delay.s were unintentional. .SVt' Order, 9-10 (asking 
respondent to state "how these delays were 'unintentional.'"). 

77. The Order also requests a showing as to the cause of delay in discovering the abandoned 
status of various applications (if there was such a delay in discovery) despite the "exercise of due 
care or diligence on the part of [t]he applicant." See Order 9-10. I he Order requests an 
explanation as to why certain revival petitions were filed near the one-year period after 
abandonment. .Vt'c Order. 13. 

78. Finally, the Order requests an explanation of how co-pendency was verified when 
electing to file a continuing application. See Order. 10. 1 declare that as a general practice. 1 
amended specifications to refiect proper copendency with related applications, 

79. Copendency was verified by examination of the application records to determine the 
status of an application prior to the filing of a continuation. 

80. As noted above at *;.52 el seq., my detailed chronologies and Cnzo patent dockets for most 
applications cannot be located despite the efforts described above (*;56 el seq.). To show my 
general practice. 1 will first discuss an application for which 1 have been able to locate some 
records. This is the Application having its serial number end in "073 and is subject to the present 
series of Show Cau.se Orders. 

81. My actions in prosecuting the '073 Application arc illustrative of my normal routine for 
the preparation of a Reply to an Office Action. 

82. Appended hereto as Fixhihits are copies of documents related to the prosecution of the 
'073 .Application. 
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The '073 Application 

S3. This application is tilled "Species of Interferon, a Process for Their Preparation and 
Species of Interferon Prepared Thereby." and was tiled on April 1 0. 1 992 as a continuation of tlic 
'5 17 application. 

84. On Ociobcr 15. 1992. six months after llling. I telephoned the clerk of Group 1800 to 
inquire aboi.l the status of this application. My records indicate that the clerk stated no action 
had yet been taken. 

85. On December 17. 1992. two months later after the tirst inquiry and eight months alter 
tiling, I again telephoned the clerk of Group 1800 to inquire about the .status of this application. 
.Viy records indicate that the clerk stated no action had yet been taken. 

86. On March 11. 1993, three months later (eleven months alter llling). I requested a third 
status cheek of the patent application. 

87. On March 12. 199.1. I corresponded vvilh the inventor Dr. Pravinkumar Sehgal, and 1 
noted that "[ijt has been almost a year since we re-Fded your application. .. |ajlthough we have 
been checking on its status with the clerk of group 1800 in the (IJSPTO] tbr the past four or live 
months, we thought it appropriate to make a formal inquiry as to its status..,." 

88. As is apparent from the above. I inquired into the status of this pending application 
several limes. When no liSPTO Action was received. 1 made appropriate inquiries with the 
liSPTO. f his was my general practice. 

89. On March 23, 1993. an Office Action dated March 1 8. 1993, was received by Enzo and 
stamped accordingly. 

90. The Ofllcc Action contained substantive rejections including: lack of patentable utility 
(§ 101). lack of enabling disclosure (§ 112, P' «;), indellniteness (§112, 2"" anticipation 
(§ 102(a) and (f)), and obviousness (§ 103). 

91. My records indicate that on March 23. 1993. I provided summaries of the Office Action 
to Drs. Rabbani and llngelhardt (Enzo officers and scientists), and the inventor, Dr. Sehgal. In 
my letter to Dr. Sehgal, I noted that a Rule 131 Declaration could be used to overcome the 
anticipation rejection over a reference cited by the PTO and that such a Declaration would need 



to incorporate notebook pages evidencing reduction to practice of the invention prior to the date 
ol'the reference. 1 also requested meetings with Dr. Sehga! to discuss a possible Reply. 

92. The commentary and suggestions ofDrs. Sehgal. Rabbani and Hngclhardt were necessary 
to prepare a eoniplele reply to the Office Action. 

93. In preparing replies to OlTice Actions, such as the reply in this instance. I often would 
have to communicate wilh the inventor(s) and if necessary, e.xperls or Enzo personnel. Due to 
invent(M's' and.'or officers' busy schedules, it would require some lime to schedule meetings. 
Meetings also required preparation which included the gathering of documents, analysis of 
documents, and legal research. I'inally, meetings also required subsequent aetion(s) which 
included follow-up meelings. the further retrieval of documents, and additional analysis and 
research. 

94. I'he six month due date for a reply with all available extensions to ihe March 23 Office 
Action was September 23, 199.1. 1 received a message on September 23. 1993. indicating the 
E.xaminer had telephoned. On September 24. 1993, 1 returned the telephone call to the 
Hxaminer, discovered the unintentional abandonment, and noted that I would attempt to have a 
reply within the Ibilowing month. 

95. A Notice of Abandonment was sent by the f.'SPTO on October 4. 1993. Enzo received 
the Notice, which was then date-stamped October 6. 1993, Enzo also implemented a stamp on 
the Nk)lice to indicate a three-month reply period, demonstrating my intent to reply promptly 
from the date ol' receipt of the Notice of Abandonment. 

96. On October 12. 1993. I wrote to Dr. Seligal and informed him that we would be assisted 
by another attorney, Mr. .lohn .1. Santalone (outside counsel), who would be '"out of the country 
for the next v,'eek or so." In accordance with my request and for possible use in the Reply, I^r. 
Sehgal provided me with his laboratory notebooks and other documents for photocopying. 

97. On October 18. 1993. a publication search was conducted at l-nzo. 'fhe results revealed 
three patent documents, 'fhe citations for these three patents were sent to Dr. Sehgal. 

98. I also corresponded with the New York Public Library Patent Depository and requested 
copies of the patent documents cited in the search results, which was the general practice at the 
lime. To expedite the retrieval of these documents, I recall traveling to the New York Public 
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Library Patent Depository, a separate Annex lacilily on the West side oi" Manhattan, and mai<ing 
copies of these documents, which were stored on microlkhe. 

99. On October 21. 1993, copies of the retrieved patent documents were provided to Dr. 
Sehgal in a further letter, fhe letter slated ray intent to send draft Declaration.s to Dr. Sehgal to 
support the replies s to the H,\aminer"s rejectiong. 

100. On .lanuary 27. 1994. I sent a letter to the inventor regarding tiling a Declaration and 
Reply. 1 staled that it is "lolur goal. ..to file a complete reply as early as possible next month 
(February).,,."" hi my letter. I also sent to Dr. Sehgal a copy oi" a published case (fiers v. 
Sugano). 1 sent this case because the prior art search uncovered a Revel Ef.' patent document 
(Revel was a party to the case), and 1 thought il would be of interest to Dr. Sehgal. 

101. In coordinating various parties who were necessary for filing a Reply, time was required 
to allow myself and others to review, analyze, and to comment on Office Actions, patents and 
publications, the specification and claims, and other related documentation. In addition to 
myself many of the individuals were involved in the prosecution of more than one application. 
In addition to their normal duties, these other individuals also had to provide substantive 
information in multiple prosecutions, 

102. Between .lanuary and June of 1994, I continued to prepare a Reply and a Rule 131 
Declaration. 1 have been unable lo locate my chronologies but based on my activities described 
above in *56 el seq., 1 believe that 1 continued to actively engage with the inventors and Enzo 
personnel in order lo prepare a proper and complete substantive Reply. 

103. My activities between January and June of 1994 would have included telephone calls and 
other correspondence with Dr. Sehgal and Enzo personnel. My foundation for this belief is 
based on what I can recall, the records I have been able lo locate, and the pattern of 
correspondence and active prosecution that those records demonstrate. For example, as noted 
above, I sent a letter on Jan 27. 1994, staling that il was my intent lo "file a complete Reply as 
early as possible next month (February),"' I also sent cortcspondence in June to Drs, Christine 
Brakel and James Donegan regarding the pending claims and Declaration, fhese records 
demonstrate I was actively pursuing the prosecution of this matter during the period between 
January and June of 1994. It is also my recollection that the preparation of the Reply and 
Declaration, which was necessary lo overcome the Examiner's rejections, was particularly time- 
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consuming because of tlie technical nature of the invention, and the cited patents and 
publications. 

1 04. On hm, 13,1 994. I sent a letter to Dr. Brakel, and requested a conference call to di.scuss 
the pending claims. I also correspcidcd with Dr. Brakel and Dr. Donegan regarding Dr. Sehgal's 
lab notebooks related to the patent application and Rule 13 1 Declaration, 

105. On .June 13. 1994. I also sent a letter to Dr. .Sehgal, and reminded him of the urgency in 
filing a Reply. 1 .slated: 

AltlioLigh Nve had intended to send you prior to your departure to Etiropc 
this week a draft declarmion lor review, it appears that with the 
impending deadline for pelilioning the [USPTO] last approachinu. we 
.should proceed to re-tile the present application. In this way. we can 
thoi-ouglily address all of tiie issues presented in the March 18, 1993 
Oft ice Action. The present situation has been ftirther complicated by the 
absence from the countn- of Dr. Dean L. Fngelhardl and John J. 
Santalone. l-sq.. bodi of whom are assistiim in the prosecution of votn- 
application. As soon as btuh ictiim. I will meet with them to go over 
some matters prior to coulacting you furdici-. 

106. The 137(b) Petition, filed Jime 16, 1994. .stated that the application was "unintentionally 
abandoned." This was an accurate statement as well as th entirety of what was required by way 
of a statement for a petition to revive based on regulations and MPEP guidelines in existence at 
the time. Although my activities after abandonment as explained above refieci an attempt to 
prepare a proper Reply during the entire period of abandonment, the language used in the 
Petition was the one required at the time, rather than the current required language of 
tmintentional delay during the entire period of abandonment. Nevertheless, even with the PTO's 
questioning of the delay based on the current standards, 1 hereby state that the entire delay, from 
the time that a Reply was due until the filing of a grantable petition to revive, was unintentional. 

107. 1 note that I have filed 1 37(b) Petitions in other cases, one of which is subject to the Show 
Cause Order prior to the mailing of a Notice of Abandonment. These cases include the 
following applications: ()9/l{)4,()67; 09,/561.591 (subject to Order to Show Cause) and 
10/096,07.5. 

108. The 137(b) Petition was granted on August 31,1 994. 

109. In this application, there was an unintentional delay in filing a timely Reply and an 
unintentional delay between the date of abandonment and the filing of a 137(b) Petition. As the 
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above events demonstrate. I actively pursued prosecution of this matter but was unable to file 
complete Reply without the necessary information and action by various individuals. 
110. it was never my intention to dela 



y prosecution of any application at any point in time. 
Any delay was not the result of "being too busy'" or prioritizing other matters ahead of filing a 
Petition, The delays were beyond my control because time was needed by me to prepare a 
complete and substantive Reply. Time was also needed by inventors and Enzo personnel to 
analyze and review documents, scientific information, the specification and claims of the 
application, and even the Office Action. 

111. In those instances where there was a delay in discovering the abandoned status of an 
application, the delay was the result of not receiving notification as to the abandoned status of an 
application, and not being otherwise aware of the abandoned status of an application. 

112. In those instances where applications were revived one year from abandonment, attempts 
at preparing a proper Reply for inclusion in the 137(b) Petition were unintentionally delayed. As 
demonstrated above, 1 attempted to prepare a full Reply and not merely file a continuation 
application. However, when 1 was unable to prepare a full Reply because of delays beyond my 
control, I filed a continuation application in order to be able to complete the preparation of a 
proper and substantive Reply. 

113. In contrast to the alleged '^pattern" of abandonments and revivals suggested by the Show 
Cause Order, my actions in the '07.3 case and others demonstrate a pattern of diligence in 
preparing substantive Replies. Additionally, J managed ongoing litigations, was involved in 
contract negotiations and drafting, as well as other legal duties during this period of time. 

114. My general practice in prosecuting a large docket of cases has been to actively prepare 
suitable replies that advance the prosecution of any given application. When my practice in 
prosecuting patent applications is viewed in its entirety, including the attendant responsibilities 
in properly prosecuting any one case, then a pattern of diligence emerges. 

115. Although submission of the 137(b) Petifion in the above Application may appear to be 
uncomplicated - because the proposed reply was a request for a continuation application - 
existing records demonstrate that the delay was not for purposes of acquiring an extension. The 
delay was the result of necessary preparations required to file a complete Reply to the Office 
Action. These necessary preparations include the preparation of at least one Declaration. 



17 



analysis of the llle history and Office Action, correspondence and meetings with the inventor and 
other experts, the analysis of patents and publications, and the drafting of arguments. As noted 
above in TH-v when 1 was uirable to prepare a full Reply because of delays beyond my control. 1 
filed a continuation to continue prosecution of the application and to complete the preparation of 
a proper and substantive Reply. 

116. Documents such as those discussed above at '85 ei s,q. in the '07.1 application 
demonstrate that it was my practice to actively prosectile pending patent applications. 

117. Although 1 do not have complete records of each 



Orders, my actions with respect to the '073 application are representative of how 



ipplications at i 
^ representativ 
present application suhject to the present Order. 

118. As noted in my discussion of the docketing system above at *24 et seq.., Hnzo utilized a 
manual docketing system which was not updated automatically after the liling of an Ofllce 
Action Reply. Accordingly. I was not always aware that an application had gone abandoned 
because ir.speclion of the docket would not indicate whether a reply had been llled. This 
required the manual inspection of records, which was not always achievable due to the 
occasional difficulty in locating files in our office, as explained above. 

119. As a rcstilt, the applications at issue in the present Orders became unintenticMially 
abandoned. Because 1 had no knowledge that an application was abandoned until notice to that 
effect was given to me. any delay during these time periods was unintentional, IJkewise. I 
confirm that the abandonments in the iTCsent application were unintentional. 

120. furthermore, once aware of an unintentional abandonment, such as by receipt of a Notice 
of Abandonment, it was my praeUee to actively prepare a Reply on the merits that addressed all 
outstanding issues of the Office Action. As explained above. 1 actively pursued preparation of 
replies in the present Application. 

121. The necessary review, preparation, analysis, drafting, revising, and finalizing, in addition 
to communications with persons relevant to the prosecution of the application such as the 
inventors. Enzo personnel, and/or experts, frequently required an extensive amount of time. 

122. 1 utilized the time subsequent to being alerted to abandonment of an application to 
prepare a Reply and Rule 137(b) Petition. As it was my general practice. I believe 1 utilized the 
time necessary for preparation of a reply to file replies in the present application. In addition to 



my own elTorls lo prepare a Reply. I was further prompied by periodic docket reminders lo 
complete a Reply for filing along with the Petition to Revive. 

123. 'fherefore. tiie delay from the lime ! became aware that the application was inadvertently 
abandoned to the time I iHed the Rule 137(b) Petition was unintentional, as any delay was only 
the result of the need lo prepare a proper, substantive Reply, 

124. In the instance where a non-substantive Reply was filed, such as continuation filing, it 
was my general practice to attcntpt to file a substantive Reply. I only filed a non-substantive 
Reply when 1 determined that the preparation of a substantive Reply could not have been 
accomplished within the regulatory deadline in effect, at the time, for filing a petition under Rule 
137(b). Incomplete Reply iilings would not have advanced the prosecution of the application. 
T herefore, it was my practice to file a continuation to resuinc active prosecution of an application 
while I continued to piepare a proper, substantive Reply. 

Discussion of Show Cause Order vis-a-vis the Present Application 

125. With respect to the instances of abandonment of this application, there are limited 
surviving Hnzo records shewing some docketing steps that were in place, as discussed more fully 
below, 

126. The "596 application had two instances of unintentional abandonment, 'fhis application is 
one instance where l.-'nzo docket entries are available to show how the Ofllce action due date and 
due dates after the notice of abandonment were noted in the docket report, hi the usual manner, 
the OlTice actions were docketed for six inonths on a monthly basis from the mailing date of the 
Office action. I here was no indication that a reply was filed and. from the docket alone, it could 
not be determined if a reply had been filed. 

127. A copy of the docket report is attached, wherein the log was modified to include a header 
for reference purposes, i.e.. "J 100 17 DOCKE'f REPORT EXHIBIT p. 1-25". Additionally, 

1') 



specific entries lhat are not relevant to the present application have been redacted and annotated 
with the letter designation "nn;' Fnzo's electronic docket records provide docket entries Irom 
October 2, 2001 to November 7. 2003. The following entries are relevanl to the present 
application, which was assigned by I-nzo docket number ENZ-59: 
10/2/01 ENZ-59 - OA issues restriction requirement 
1 1/2/01 HNZ-59- I mo. after 10/2/01 OA issued - restriction requirement 
12/2/01 ENZ-59 2 mo. after 10/2./01 OA issued - restriction requirement 
l/2,/()2 t:NZ-59 3 mo. alter 10.-'2/01 OA issued - restriction requirement 
2/2/02 ENZ-59 - 4 mo. after 10/2/01 OA issued - restriction requirement 
3/2/02 ENZ-59 - 5 mo. after 10/2/01 OA issued - restriction requirement 
4/2/02 ENZ-59 - 1 mo. alter 10/2/01 OA issued - restriction requirement 
6/5/02 ENZ-59 - Nt of abandonment issues for failure to respond to Oct. 2. 2001 OA. 
Appln abandoned Jan 2. 2002 

7/5/02 ENZ-59 - REVIVI-. 1 mo. After 6/5/02 Nt of abandonment issues for failure to 
respond to Oct. 2. 2001 OA. Appln abandoned .Ian 2, 2002 

S/5/02 ENZ-59 - REVIVE. 2 mo. After 6/5/02 Nt of abandonment i.ssucs for failure to 
respond to Oct. 2, 2001 OA. Appln abandoned Jan 2. 2002 

9. /5,/02 ENZ-59 -REVIVE. 3 mo. After 6/5/02 Nt of abandonment issues for failure to 
respond to Oct. 2, 2001 OA. Appln abandoned Jan 2, 2002 

10, /2/02 ENZ-59 - REVIVE. 9 months after l,/2/02 abandoment for lailure to 
respond to Oct. 2. 2001 OA. East day to revive is Jan 2. 2003 

1I/2./02 ENZ-59 . REVIVE. 10 months after 1/2/02 abandoment for failure to resp ond 
to Oct. 2. 2 00 ] OA. Last dav to revive is Jan 2. 2003 
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12/2Z02J^NZ,5<LJiEVI^^ 
to Oct. 2. 2001 OA. Last dav to n-'.v jvpj^hu;^^2jn}^ 

4/22/0.^ _FNZ-59 - FOA i.ssues, 112 and anticipation rejection. 
5Z22Z0:^ENZ-59 - I mo. atter 4/22/03 FOA issues - 112 and anticipation rejection. 
6Z22Z03_1:;NZ-59 - 2 mo, after 4/22/03 FOA issues - 112 and anticipation rejection 
7/7/03 ENZ-59 - 2 mo. after 4/22/03 FOA issues - 112 and anticipation rejection 
7/22/03 ENZ-59 - 3 mo. after 4/22,/03 FOA issues - 112 and anticipation rejection 
8/7/03 ENZ-59 » 3 mo. after 4./22/03 FOA issues - 112 and anticipation rejection 
8/22/03 ENZ-59 - 4 mo, after 4/22/03 FOA issues - 112 and anticipation rejection 
9/7/03 ENZ-59 - 4 mo, after 4./22/03 FOA issues - 112 and anticipation rejection 
9/22/03 ENZ-59 5 mo, after 4/22/03 FOA issues - 112 and anticipation rejection 
1 0/7/03 ENZ-59 - 5 mo, after 4/22/03 FOA issues 112 and anticipation rejection 
1 0/22/03 ENZ-59 - 6 mo, after 4/22/03 FOA issues - 112 and anticipation rejection 
1 1/7/03 ENZ-59 - 6 mo, after 4/22/03 FOA issues - 112 and anticipation rejection 

128. The docket does not provide status entries. 

129. I'he docket includes periodic reminders to revive within PTO guidelines. 



First Abandonment with Notice of Abandonment on June 5, 2002. 

130. An Office Action was mailed October 2. 200 1 but there i.s no .stamp indicating receipt by 
Enzo. 



131. A Notice of Abandonment was mailed June 5, 2002 but there is no stamp indicating 
receipt by Bnzo. 

132. 1 filed a Petition to Revive on January 2, 2003. wherein 1 stated that "the entire delay in 
filing the response to the October 2. 2001 Office Action until the fifing of the Petirion was 
unintentional." I submitted concurrently therewith a terminal disclaimer and a response in the 
form of an Amendment under 37 C.F.R. §1.1 15. 

133. The Petition was granted on January 24, 2003. 

Second AhundonmeiU with Nutica of Abandonment on December 16, 2003 

134. An Office Action was mailed April 22. 2003 but there is no stamp indicating receipt by 

,135. A Notice of Abandonment was mailed December 1 6. 2003 and was stamped as received 
on December 18.2003. 

136. I filed a Petition to Revive on December 8. 2003. 10 days prior to receiving the Notice of 
Abandonment. I stated in the Petition that "the entire delay in filing the response to the April 22. 
2003 Office Action until the filing of this Petition was unintentional." I submitted concurrently 
therewith a response to the Office Action in the form of a Continuation Application under 37 
C.F.R. § 1.53(b) and requests for seven divisional appHcafions (comprising preliminary 
amendments) based upon the in.stant application. 1 also stated that "The Notice of Abandonment 
has not yet been received by the As.signee, although Applicants' undersigned attorney spoke with 
Examiner Shannon A. Foley. Group Art Unit 1648. in a telephone conversafion last week 
initiated by the Fxaminer." 



137. l-hc petition was filed 139 days after the date of the abandonment of the application and 8 
days before the notice of abandonment was received. 

138. The Petition was granted on May 7. 2004. about live months after the Petition had been 
filed on December 8, 200.1 



139. [here are no records available to demonstrate my activity during this time period. I 
affirm, however, iliat my activity in the prosecution of this application was diligent and 
continual. There was no intention to abandon this application and I did not intentionally delay in 
the filing of the petition papers in cither of the instances of inadvertent abandonment in this 
application. The fact tJiat 1 filed a request for the filing of seven divisional applications in and of 
itself is evidence that neither I nor En/.o had any intention of abandoning this application. 

I further declare that all statements made herein are based on personal knowledge or upon 
information and beliel'and are believed to be true: and further that the statements are made with 
the knowledge that willful false statements and the like so made are punishable by fine or 
imprisonment, or both, under Section 1001 of Title 18 of the United Stales Code and that such 
willful false statements may jeoirardize the validity of the above-identified application or any 
patent issuing thereon. 



Conclusion 




DATED _r 
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Ronald Fedus 



